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RESPONSE 

Applicant submits this response to the Office Action mailed March 23, 2006. 

With re spect to the specification, Applicant is not aware of any errors, and the Examiner 
has not identified any. Applicant will certainly correct any errors which it may become aware of. 

At the outset, claims 1-16 are rejected under §1 12 as being indefinite. While Applicant 
believes that the language of claim 1 is clear and definite, Applicant has amended claim 1 to 
address the points raised by the Examiner. The engine oil is used in connection with the diesel 
fuel combustion system. The engine oil is not an additive that is included in the diesel fuel. 
Also, the engine oil used in connection with the combustion system comprises at least 3% mass, 
• soot loading. (Please note that this is in comparison with the claim 13 wherein the engine oil is 
formulated to accommodate at least 3 % mass, soot loading). 

Claims 1-8 and 1 1-17 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Dorer alone. Claims 1-3 and 16-17 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Wallace alone. Applicant notes with appreciation the allowability of claims 9 and 10 in 
view of the clarification of the language and addressing of the Examiner's concerns with respect 
to §1 12. For one or more of the following reasons Applicant believes that the obviousness 
rejections are traversed. 

Before turning to the Dorer and Wallace references, Applicant submits that there seems 
to be a misunderstanding of the present invention. New diesel fuel combustion systems have 
been and ate being engineered to improve various performance attributes. Some of these new 
technologies result in trade offs in an overall engine operation. For instance, as an example, 
exhaust gas recirculation (EGR) systems result in increased soot in the engine oils used in 
connection with new diesel fuel combustion systems having EGR systems. A focus of the 
present claims, however, is that the manganese-containing additive improves the quality of the 
soot particles with respect to their effect on diesel engine lubricating oils. Stated another way, 
the present claims are not addressed to reducing the total mass of soot produced by a combustion 
system. Instead, they are directed to making the resulting soot less harmful to the function of the 
lubricating oils in the diesel engine system. 

Turning first to the Dorer reference, Applicant submits that there is disclosure in Dorer 
with respect to the reduction in the amount of exhaust particulate from diesel engines. There is 
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no disclosure of the soot loading of Ihe engine oils used in connection with the diesel combustion 
systems in Dorer. There is no disclosure or teaching of the specific diesel fuel combustion 
system components that would lead to significant mass loading of soot in the engine oil of a 
combustion system in Dorer. Therefore, Applicant believes that there are fundamental flaws 
with the rejection in view of Dorer. Specifically, the Examiner states the following: "The 
teaching of internal combustion engines suggests at least one of the components of claims 12 and 
17." Applicant respectfully submits that there is no such disclosure in Dorer. In fact, there could 
not be such disclosure in Dorer, because these components did not exist at the time when Dorer 
was invented. Further, the Examiner cites no portion of Dorer for support for this statement. 
Additionally, the Examiner admits that Dorer does not teach soot loading. However, the 
rejection avoids the shortcoming by stating that it would be reasonable to expect this limitation 
given that the similar diesel fuel is used in the same environment as the fuel composition of 
Applicant. As explained earlier, the environment would be or is significantly different in 
Applicant's invention. This is a result of new and evolving technologies that did not exist when 
Dorer made his invention. For one or more of the foregoing reasons Applicant submits that the 
rejection based on unpatentability in view of Dorer is traversed. 

Turning next to the rejection based on the Wallace reference, Applicant concedes that 
Wallace discloses an additive for the purpose of forming less soot, smoke, and other noxious 
emissions as described in Wallace. However, as explained earlier, the present invention does not 
address whether or not more or less soot is produced. Instead, it the treatment of those soot 
particles themselves and how they affect a diesel fuel combustion system operation. As with the 
earlier rejection, the Examiner argues around the lack of disclosure of soot loading in Wallace by 
arguing that the manganese compound in Wallace is used in the same environment as that of 
Applicant. Specifically with respect to claim 17, the Examiner cites the example in Wallace of 
the use of that fuel in a turbocharger as disclosure of a variable-scroll turbocharger/variable 
geometry turbocharger. Applicant submits that this reasoning is in error. The turbocharger that 
could have been disclosed in Wallace was not and could not be the variable-scroll 
turbocharger/variable geometry turbocharger that is claimed. This is new and experimental 
technology. Applicant believes that this is an inadvertent overstatement by the Examiner. For 
one or more of the foregoing reasons, Applicant submits that the rejection in view of the Wallace 
reference is traversed. 
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As noted earlier, Applicant acknowledges the patentability of claims 9 and 10 in view 
the clarification of claim 1. Further, Applicant believes that remaining claims are in conditi 
for allowance for one or more of the foregoing reasons. Favorable action requested hereon. 

The Commissioner is hereby authorized to charge any deficiencies in fees or credit any 
overpayment associated with this communication to Deposit Account No. 05-1372. 



330 South Fourth Street 

Richmond, Virginia 23219 

Phone: (804)788-5516 

FAX: (804)788-5519 

E-Mail: Denms.Rainearfg).newm arket.com 

Date: June 8, 2006 



Respectfully submitted, 




Dennis H. Rainear, Reg. No. 32,486 
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